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Introduction

The promotion of the use of copyrighted works ismiment in the Internet age.
Non-formality, originally aiming at internationatqtection, is sometimes considered as a
barrier to such use. In addition, certain formasitcould be beneficial for international
enforcement. Although the non-formality principke a widely accepted international
norm, the scope of this principle has not beenyaeal in full accordance with the
generally accepted and permissible interpretatibrthe treaty. Thus, the dynamic
approach is mainly explored in this article, anel tidxtual and subjective approaches are
discussed in the existing literature. In additithris article considers the complementary
roles shared with other instruments, such as thiggliion of and exception to copyright,
the duration of copyrights and compulsory license.

This article does not address issues relatingeaight of publicity, which often hinders
the use of cultural works. The right of publicitpraes under the purview of national
(dominantly Constitutional) laws rather than thieernational law.

I. Scope of the Non-Formality Principle in the Intenet Era
1. Permissible approachesf treaty interpretation under the VCLT *

The Vienna Convention on the Law of Treaties (VCWHBs signed but not ratified by the
United States of America. Nevertheless, VCLT rdes mostly accepted as customary
international la¥. VCLT proposes three approaches to the treatydreggation. First, the
textual approach places principal emphasis onltia [anguage of the treaty. This is the
basic rule of the VCLT, and it integrates not otlilg main body of the treaty but also the
connecting agreements (Art. 31.1, .2 and .3c). iIs#igpthe subjective approach refers to
the entire course of negotiations, leading to thectusion of the treaty and seeks to
investigate the actual intensions of the partiesgidlative history can entail both
‘context’ (Art. 31.1), a general element of tremtierpretation, and a ‘preparatory work of
the treaty and the circumstances of its conclusigat. 32), an element of the
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supplementary means of interpretation. The formetermines’ the ‘ordinary meaning’ if
multiple possibilities are found, whereas the Httenfirms’ the meaning obtained by the
application of the general rule under Art. 31. THosntext’is a more decisive element of
interpretation than supplementary factors. Howetres, distinction is not always clear
cuf’.

Finally, the teleological approach seeks to intetrine treaty in the light of the objects
and purposes of the parties. Individual provisiohthe treaty are construed so as to give
the legal effects to these objects and purposés.approach is often called the principle
of effectivenessut res magis valeat quam perfafThe term ‘object and purpose’ (Art.
31.1) indicates the teleological element appliedréaty interpretation. However, the
distinction between the ‘object and purpose’ arel‘tircumstances of its conclusion’ is
not always self-evident

The deletion of the limiting term ‘in force at thiene of its conclusion’, found in the
original 1964 draft appearing before ‘the rulesreérnational law’, suggested that the
inter-temporal law could be applizdThus, ‘international law’ (Art. 31.3c) arguably
includes a subsequent interpretation after thelasion.

2. Interpretation of copyright treaties under the VCLT and customary law

Treaty interpretation under the VCLT, though notedily applicable to the Berne
Convention concluded previously, is a ‘custdmivhich can be referred to for the
interpretation of the Berne Convention and the TRRreement. During WTO dispute
settlement procedures, VCLT has been cited ascthedmary rules of interpretation of
public international law’ (DSU, Art. 3(2)). The estameaning of customary rules is not
clear, but case law indicates customary and proeédaws, though not expressly
stipulated under the VCLT, such as the good-faitbrpretation to avoid the redundancy
and inutility of other provisiofs The effective interpretation of the provision tbg
intellectual property (IP) treaty is not unpreceden For example, WTO dispute
resolution decisions, despite lacking the bindifigat of case law, recognized the
principle of effectiveness as part of the genauk for treaty interpretation

The TRIPS Agreement and Berne Convention are mofstitcessive treaties relating to
the same subject matter’ (VCLT Art. 30). Nevertlssleboth treaties form the overall
framework for multilateral protection, and a codictory interpretation should be
avoided unless explicitly provided f8r Thus, the interpretation of the TRIPS Agreement
requires interpreting guidance from the legislatiisory of IP treaties that constitute the
IP system at lardé
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3. Dominant approaches in the pre-Internet era andurrent national system
The textual and subjective approaches have beemdam
(1) Formality

‘Formality’ is any condition or measure without thafiiment of which the work is not
protected or loses protectidnThe Universal Copyright Convention (Art. IIl.1)gsents
examples such as deposit and registration. Leiyislaistory states that registration is a
‘formality’, and the question of procedure or ewnide such as the presumption of
authorship was excluded from the formality durihg Berne Diplomatic Conference
(1885). When the United Kingdom was under the mwwnof the registration system, until
1911, the certification issued by the StationerallHvas theprima facie proof of
copyright. The non-formality principle concerns only copyrigneasures and does not
regulate evidential or procedural laksFiscor (2004) presented the notion dé facto
formality’, such as the court practice of acceptioigly registered copyright cases.
However, the boundary of the prohibited or permdifigrmality is not clear.

Many countrie§’ completely abolished copyright registration afi@ning the Berne
Convention. Many American continental countries &tidna maintain the copyright
registration system, which has supplemental leffiates, such aprima facieevidence of
registered information. No Berne member state damsithe registration system to be a
condition of the exercise of, at least foreign,\oaghted works.

It is noted that the non-formality principle conegonly rights holders’ obligation. Some
argue for the compulsory registration of users what to use the orphan wofRslf the
users’ registration requirement as a condition sihg orphan works were actually
introduced, the non-formality principle would beelevant.

(2) Enjoyment and exercise of rights

Rights, whether or not subdivided or bundled, méelay a treaty are ‘rights’ to which
the non-formality principle is applicable. On thther hand, rights that national law
voluntarily creates are not subject to the non-fdity principle. ‘Enjoyment’ concerns
the creation of rights. Only subject matters that@otected by copyright can be subject
to enjoyment. ‘Exercise’ includes the aspect of ¢méorcement of righté Remedies
provided by an administrative authority, exceptd@wrmeasures, are not mandated by
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treaties. Unlike other countries, China’s Natio@apyright Administration is authorized
to order the suspension of infringing acts, comfin of illegal profits and products,
penalty and administrative penalty including thenfscation of materials, tools and
facilities that were used to manufacture infringgupds®.

Civil remedies, such as preliminary injunction acil damages, constituting the
exercise of rights, whereas registration as a ¢mmdiof criminal procedures is
compatible with the non-formality principle.

4. Scope and possibility of the dynamic approach
(1) Grey zone of the non-formality principle

The Stockholm Conference clarified that the nomdfality principle concerned the
‘basic corpus’ of rights. However, the scope ofibasrpus is not self-evident. For
example, first, the proposed US orphan work sofytas explained later, might put

de factoobligation to register. Rights holders would béigedl to avoid the

immunity for unauthorized uses. Second, the craaifesecurity interests in

copyright might mean exercise. When the creatiosectirity interests refers to
‘transfer’, the non-formality principle does notpyp However, if such a creation is

an encumbrance on copyright, registration concexpsoitation and thus

enjoyment. The UNCITRAL made the recommendation ¢heation, the

effectiveness against third parties and the pyiavier the rights of competing

claimants of a security right in intangible progente basically determined by
registration®. Meanwhile, the basic principle of UNCITRAL'’s renmendations is

the supremacy of the IP law over the security exelavi®. Moreover, there is a
consensus that where national law follows a copyniggistration system that
determines creation and third party effectivendssourity interests in copyright,

the Guide does not apply. However, when the IPisasilent, the Guide, a mere
non-binding but influential soft law, applies.

Third, domestic presumption is acceptable but ebasder presumption may concern the
non-formality principle. National registration doe®t create offshore legal effects
created by copyright law. For example, US statuttaimages and attorney fees are given
only to US-registered copyrights. On the other hafigcts given by non-copyright law,
such as presumption of ownership, are not subypetiet territorial principle. Where a UK
case would deny the presumption of ownership teifor registratioff, Australian and
Japanese case laws recognize such presunfgtions

Finally, the compulsory element of collective stieie (explained later), despite its useful
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notice function, could be the prohibited formality.
(2) Effective interpretation

Effective interpretation is permissible if it protes the object and purpose of the
non-formality principle. The non-formality princpis rooted in th@us naturaletheory,
which was dominant in continental Europe in thesteenth century. However, legislative
history states that the principle did not spreaubally from the basic philosophy of
copyright nature. Rather, the necessity for inteonal protection was the driving factor
of the non-formality principf€. Due to the reciprocity of the national treatmbefore
the Stockholm text (1967), rights holders had bebhged to survey the required
formality in the country of origin. Thus, the noorfnality principle was adopted by the
Berlin Revision (1908) for easier internationalteeiion of copyrights.

It should be noted, however, that an effectiverpretation cannot weigh the general
purpose of the treaty over the statute. The okgect purpose are ‘modifiers of the
ordinary meaning of a term which is being interpdetin the sense that the ordinary
meaning is to be identified in their light’, but dot ‘introduce an alternative option for
finding the meaning®.

II. Advantages of Permitted Formalities in the Intenet Era

1. Disadvantages of the static approaches
(1) Insufficient tools to confirm the copyright ownership or encumbrance

An author’s name on a digital work may not put ‘hame to appear on the work in the
usual manner’ (Article 15.1, Berne Convention). Blorer, a digitally displayed name
does not create presumption of authorship, andapimicability of the presumptions
depends upon the future identification customdeflnformation Sociefy. The orphan
work issue has become an important agenda in \v&@cdountries and regions. It is evident
that legislators did not expect the advent of titerhet as a vehicle for the distribution
and dissemination of works. In addition, the cressiorial presumption of municipal
registration is not supported, at least clearlgairthe static approaches.

The Internet changes the legislators’ assumptiodin@ry authors can distribute contents
without capital or techniques. In addition, ordinarsers can access such contents
without any intermediary. The confirmation of coigynt ownership between ordinary
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individual persons is not easy.
(2) Prolonged process to confirm ownership withoutegistration
- Border measures

An application for border measures requires ‘intiwg’ (Art. 51, TRIPS) and ‘adequate
evidence’ ofprima facieinfringement (Art. 52, Id.). The conceptualizatioh'adequate
evidence’ is determined by municipal laws. A safivipresents a non-exhaustive list,
including the certificate of copyrights registratidor adequate eviderfeNo legislative
history or other authoritative document seems aoifgl whether or not border measures
are subject to the non-formality principle. Coptig registration is not a condition of
border measures in Eurdpand Japati, and registration is merely one of the tools to
verify ownership. Luckily, ownership was seldom stiened. On the other hand, in the
US and Chin#, registration is practically a condition for rightolders. In the US, only
registered copyrights can be protected by the mstuthority® and the enforcement of
the International Trade Commissidn

- Enforcement by an administrative authority

The administrative enforcement system in Chinaiigated either by the administrative
authority or upon the request of the rights hold&ights holders can claim without
copyrights registration, but a considerable amo@idbcumentary evidences are required
to verify the copyright ownership Currently, only Chinese registration is accepsd
the prima facieownership of copyrights.

- Judicial provisional measures

The meaning of ‘reasonably available evidence’ (B&3, TRIPS) to confirm copyright
ownership is not clear cut. Most countries do ranisider copyright ownership as an
independent condition for claiming provisional m@as but rather as a natural
precondition. In the US, copyright registratioraiprima facieevidence of the validity

and ownership of copyright for preliminary injurmis®™ and temporary restraining
orders. In Europe, the judicial authorities caneorén applicant to provide ‘any
reasonably available evidence’ that indicate ‘disieht degree of certainty’ of the
copyright ownershipl. In the UK, which abolished copyright registratighe plaintiff
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needs to verify the ownership by tracing its coussarting from the original authr In
France and Germany, registration is not a conditifoprovisional measures or a tool to
verify the ownership, according to the WIPO sur(2§03-2004).

- Damages

Since damages cases are less urgent, the nedessityma facieevidential value of
copyrights registration is lesser than provisianabsures cases. Thus, formal evidential
procedures are more likely to be observed in damegses.

- Notice and takedown procedures by Internet servie providers (ISPs)

The legal consequences of not only foreign but alsmestic copyright registration
during the notice and takedown procedures are leat.cThe non-formality principle
does not hinder ISPs from recognizing the legatadf of copyright registration but
simultaneously does not protect ISPs from liability

(3) Insufficient tools to discover copyrights holdes

Some types of works, such as photographs and epagnfeeven original authors may
not be suitable for display. The subsequent traresfer restriction on ownership is not
put to notice unless it is registered. A staticansthnding of the non-formality principle
resulted in many countries having no registratiplittbe legal effects.

2. Relation to theraison d’étreof the copyrights system

There are several theories or justifications ferdhpyright systeff, but it can be safely
generalized that the copyright system seeks tabal#éhe stakeholders’ interests. Such
stakeholders include authors, publishers, perfasmdéim production companies,
phonogram producers, Internet service providersbaoddcasters, in the sense that their
interests are affected by copyrightdn addition, consumers are increasingly important
stakeholders. The three main stakeholders are @udind their successors, producers and
consumer®. The former two stakeholders are ‘rights holders’.

(1) Rights holders’ perspectives
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Without a tool to verify or obtain a presumptionatnership, prompt enforcement —in
particular cross-border injunction— may be hamperedights holder possesses the
legitimate interest to hide his/her identity andptd notice. The current system cannot
accommodate the necessity of an international @otfc domestic apostille is not
available for rights holders in a country withoutaional registration system. In addition,
the use of apostille requires that it be translamed all the foreign languages of the
countries of protection, which diminishes the aple& convenience.

Registration is an effective tool of notice, andoatine survey of national registrations is
costless. Voluntary registration can be benefitoalrights holders by promoting the
verification of ownership during enforcement process.

(2) Users’ perspectives

International law seems to indicate the primacyhofan rights over IP rights The
Universal Declaration of Human Rights (UDHR, 19484 International Covenant on
Civil and Political Rights (ICCPR, 1966) maintaiasbalance among the stakeholders’
interests. UDHR recognizes the right to participatéhe cultural life of the community
as well as the authors’ rights (Art. 27.1 and a2 ICCPR permits the freedom to seek,
receive and impart information and ideas, whickulject to the rights or reputations of
others (Art. 19.2 and .3).

The copyrights system does not protect users’estsrdirectly, for copyright law itself
cannot be the cause of action for users. Neveghgike system incorporates the need tor
balance rather than to maximize the protectioropldght. The term ‘as possible’in the
Preamble of the Berne Convention incorporates tiiipinterest’.

Users possess the legitimate interest to know wreership of copyrights. Without such
information, users would hesitate to use the workféar of being sued. On the other
hand, ownership is often invisible to users. Initold, derivative activities based on the
original work are commonly found in digital contexCompound audiovisual contents,
which include music, performance and art, are msirggly available on the Internet.

3. Contribution to the object and purpose of the no-formality principle

In the Internet era, the immediate removal of iiging contents is a must to avoid serious
damages. Ownership of copyrights is a preconddfdahe application for such a removal,
but verification of the ownership is not alwaysyeas particular regarding international
cases and non-registered works. Once the owneishlsputed, the claimant will be
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asked to present the verification, or at leastrés@nt the basis of the presumption of the
ownership. In countries where the registrationaysts abolished, a rights holder may
not be able to find a tool to create such a presiamplronically, the non-formality
principle, despite its original purpose of promgtimternational protection, could be
harmful to international protection.

The contribution to the object and purpose of thve-formality principle is judged on the
basis of the comparisons among (i) the costs ardkbs associated with the compliance
of formality, (ii) the benefits for rights holderprovided the formality is voluntarily
accepted and (iii) other legitimate interests saglusers’ interests.

4. Limitation of a vitalized formality to the solution

First, as long as the permitted formality is notrnmanized internationally, the
nonuniformity of information emanating from eachuntry of origin would reduce its
utility*’. In addition, searching for registration as aroendtic immune measure to the
use of orphan works is incompatible with the non¥fality principle. Under this formal
approach, rights holders would be eventually oblige register copyrighté. Thus,
reference to registration is a mere, rather thaisole, factor to determine a ‘reasonably
diligent search’, a condition to be free from infsfement by the use of orphan works.
Secondly, there is tension regarding rights holdetsrests for privacy. In general,
registered information is standardized by admiatste regulations and, once registered,
is subject to the public eye. Full disclosure midistourage the incentives of registration
for rights holders. Partial disclosure could beoagible policy choice, if such an option
would be beneficial for stakeholders. However, @t is also in conflict with the
necessity of ensuring correct information. Due ttagk of substantive examination,
registration could be provided to non-rights hodtferThe presumption of ownership is
based on the rights holders’ opportunities to chegistered information.

Lastly, registration of all copyrighted works credtand distributed on the Internet is not
realistic in view of administrative ability and fistgation costs.

[1l. Future of the Non-formality Principle
1. Revision, modification or status quo?

Revising the Berne Convention or the TRIPS Agredn®ia theoretical rather than a
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foreseen event. Revising the Berne Convention regaill the members’ unanimity (Art.
27.3) and has not been revised since 1979. Chatiggngackaged TRIPS Agreement is
even more difficult. A new international customtthagates the non-formality principle
requires two elements of international custom, featthe general practicaigus or
diuturnitag and corresponding views of StatexiQio juris or opinio necessitat)s
however, there are none. Considering the recestitigm of the non-formality principle
under the WCT and WPPT (1996), a new treaty, iatiswnal custom and even a Special
Agreement (Art. 20, Berne Convention) cannot begeen to modify the principle.

A fundamental change of circumstances could tertaitiee treaty under VCLT (Art. 62)
and the customary international lavelfus sic stantibys Besides the strong criticism
against such termination, even if it is permittdeere is yet no such circumstance, as
evidenced by the current national laws.

2. Role of the collective administration and othemtermediaries

Collective societies manage the database of cdmyrajated information, thus
possessing registration function. However, theeesawveral limitations. First, collective
societies’ database is normally not provided wibal effects such as tipgima facie
evidence of ownership. Due to limited access tqotiheate database, the accuracy of the
database is not checked. In some countries, thetiumof collective societies are
presumed even for non-trusted copyrighted workssesn in ‘legal presumption’,
‘extended collective licenses’, or ‘compulsory eclive managemert*. Such a
presumption is not extended to foreign territoriecond, collective societies handle
only limited types of copyrighted works. Finalljpet geographical scope is limited.
Collective societies have been established in eachtry. International cooperation
among collective societies is often scrutinizedrfrihe viewpoints of competition policy.

In China, the International Copyright Trading Cer(@ [+ A3z &) H140») inaugurated
in February 2009, where the Copyright Protectiont€eof China (CPCC) registers all
types of copyrighted works, represents rights hsfd@nd provides copyright ownership
information to potential users, particularly regagd all types of contents, both
electronically and physically.

3. Complementary roles with other systems

As explained, the dynamic approach alone doesmwige perfect solutions to promote

10
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ownership notice.
(1) Limitations and exceptions

Use of the orphan works means using copyrightecksvarithout the rights holder’s
authorization. Limitations and exceptions couldueslor eliminate the orphan works by
obliging rights holders to clarify the ownershipal certain use were a limitation or an
exception, the user would defend him/herself agarfigture enforcement.

Legitimate use of an orphan work without the rightdder’s authorization has been
drafted in the US. The core concept of the draftsifollows: ‘if the user has performed a
reasonably diligent search for the copyright owmgris unable to locate that owner, then
that user should enjoy a benefit of limitationstbe remedies that a copyright owner
could obtain against him if the owner showed upaatater date and sued for
infringement.*® The US Copyright Office’s Report (2006) assumeat tompatibility
with the three-step test of this concept was supddsy dominant opinions. However, the
Report was based on only three comnfEntnd there was strong opposition to such
views'®.

(2) Duration of the protection

Prolonged copyright protection is one of causegherproblems associated with orphan
works. The duration of copyright is controversiatldhere is severe conflict of interests
among stakeholders, so policy makers hesitatertdoee the two issues.

(3) Canadian and Japanese compulsory license sysi®

A compulsory license system is authorized by thpekpulix of the Berne Convention and
the TRIPS Agreement (Art. 9.1). Japan has a cormpulicense system for orphan
works, after a due diligent search has been coadygtrt. 67.1). The use of this system is
stagnarit’ because of the fee for the application, the hurtielved in clearing the due
diligent search and the difficulty in searching mewspapers and journafs The
compulsory license system is slightly more in Cantgan in Japan, but is still far from
being used on a regular basis by uger€anada has relatively clearer criteria for a
reasonable search, but cannot be free from theanth®e administrative procedures.
Even the most efficient compulsory license systeoauld not be able to handle the
massive amount of copyrighted works that are deilyated and distributed on the

11
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Internet, as well as commensurate increases idghmands for uses.
4. Possibility of global registration

Global registration of copyrights is a quest nolyofor users but also for other
stakeholders such as creditors and insolvency astmitors®. The voluntary nature of
registration can avoid the non-formality issue, theoretical and practical problems
would need to be solved.

Conclusion

The non-formality principle, originally aimed atfeftive international protection, is
presently not always beneficial for internationabtpction. The solution to emerging
issues depends upon the willingness and flexieditof international and national
legislators, assuming that treaty obligations wdt be negated under generally accepted
interpretation methodologies.
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